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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

(1) 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR LI 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Apphcant's submission filed on July 27, 2005 has been entered. 

Claim Rejections '35 use §112 
(2) 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

(3) 

Claims 1-1 1 and 13-26 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 
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Claims 1 and 19 claim "being distinguished from second surface optical disk by the 
absence of a defocusing layer over the dielectric layer." The specification describes second 
surface disks in which the information layer is on a thick and transparent substrate through which 
the light beam is transmitted to the information layer (pgs. 4-6). The information layer is on a 
thick and transparent substrate which defocuses dust particles, scratches and the like, however, 
there is no disclosure in the present specification of a defocusing layer over a dielectric layer of a 
second surface optical disk. The phrase "being distinguished from second surface optical disk by 
the absence of a defocusing layer over the dielectric layer" implies that the difference between a 
first surface disk and second surface disk is that there is a defocusing layer over the dielectric 
layer of a second surface disk while not for the first surface disk. Such a second surface disk is 
not disclosed, and thus the added limitation is new matter because the claimed first surface disk 
cannot be distinguished from matter that is not disclosed. If Applicant desires to exclude layers 
from the claimed first surface disk, it is suggested that "consisting of language be used to 
describe the disk. 

(4) 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

(5) 

Claims 9, 13 and 23 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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Claim 9 recites the limitation "the etching." There is insufficient antecedent basis for this 
limitation in the claim. Etching is claimed in Claim 6. 
Claim 13 depends from cancelled Claim 12. 

Claim 23 recites the limitation "the bumps." There is insufficient antecedent basis for this 
limitation in the claim. 

Claim Rejections - 35 USC § 103 
(6) 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

(7) 

Claims 1- 4, 6-1 1, 14-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Edwards 2001/0016301 in view of Mhetar 6,355,766 and Pan et al 4,960,680. 

Edwards discloses a method of making optical disk from a master comprising: providing 
a glass master substrate; depositing a photosensitive material (photoresist) on the substrate; 
exposing the material to laser on a recording table and developing (etching) the photosensitive 
material to form grooves; forming a first stamper from the master disk; forming a second 
stamper from the first stamper; and forming replica disk from the second stamper. The deposited 
photosensitive material and formed grooves may have a depth typically of between 50 and 120 
nm. The replica disk may be optical data disk which include data pits, grooves, bumps or ridges 
and land or land areas and of various types of recordable optical disk such as phase change disk 
formats. Edwards discloses that the father stamper (first stamper) can be made from the master 
disk by electroforming using a nickel bath and a mother stamper (second stamper) can be made 
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from the father stamper by electroforming using a nickel bath [0001]-[0075]. Edwards does not 
specifically disclose using the mother stamper (second stamper) to make a first surface optical 
disk. 

Mhetar discloses that examples of types of polycarbonate data storage media that can be 
made from an injection molded polycarbonate substrate include first surface media which 
comprise a protective layer, dielectric layer, data storage layer, dielectric layer and then 
reflective layer disposed in contact with the polycarbonate substrate. The data storage layer may 
comprise an optical or magnetic layer of inorganic phase change compounds (col. 4, line 49 - 
col. 5, line 46). 

Pan et al. teach that for optical recording elements, write-once optical recording layers 
which posses crystaUization rate less than 1,0 microseconds, good corrosion resistance, stable 
amorphous state and capabiHty of high rate and high density recordings comprise an alloy of 
antimony, indixmi and tin of particular compositions. Recordings on the layer are made using the 
amorphous to crystalline transition mechanism (col. 2, line 47 - col 3, line 39). 

It would have been obvious to one of ordinary skill in the art to have modified the 
method of Edwards for making optical disks such as phase change optical disks from a stamper 
by using the method to produce first surface media, as taught by Mhetar, as a type of optical data 
storage media that is made from an injection molded polycarbonate substrate. By using the 
mother stamper to form first surface optical media of protective layer, dielectric layer, data 
storage layer such as inorganic phase change compound, dielectric layer and then reflective layer 
disposed in contact with the polycarbonate substrate, a first surface optical disk without a 
defocusing layer over the dielectric layer is formed, as claimed. 



Application/Control Number: 10/056,927 Page 6 

Art Unit: 1734 

It would have been obvious to one of ordinary skill in the art to have further modified the 
method of the references as combined by providing the inorganic phase change compound as a 
phase-change material of antimony-indium-tin (SblnSn) alloy of particular composition, as 
taught by Pan et al., to form a write-once optical disc having a recording layer which posses 
crystallization rate less than 1.0 microseconds, good corrosion resistance, stable amorphous state 
and capability of high rate, high density recordings. By providing the phase-change recording 
layer as SblnSn alloy, as taught by Pan et al., to form a write-once optical disc, phase-change 
material is provided whose optical phase changes in a positive direction fi-om amorphous when 
formed to crystalline after being written to, as claimed. 

(8) 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Edwards 
2001/0016301 in view of Mhetar 6,355,766 and Pan et al. 4,960,680 as applied to claim 4 above, 
and ftirther in view of Dobbin RE 34,506. 

Dobbin teaches that for manufacturing an optical disc master, an altemative to the 
photoresist mastering system, involves the use of a material which undergoes ablation when 
exposed to a laser, the advantages over the photoresist process including reduction in process 
steps such as curing (exposing) and developing (etching) which results in less costly procedure 
and shorter completion time (col. 2, lines 23-50). 

It would have been obvious to one of ordinary skill in the art to have modified the 
method of the references as combined for making a first surface optical disk by providing the 
master with grooves using a photoresist material which undergoes laser ablation instead of using 
a photoresist material which undergoes exposing and etching, as taught by Dobbin, to reduce 
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process steps which resuUs in less costly procedure and shorter completion time. The use of a 
photoresist material which undergoes laser ablation would have been obvious to one of ordinary 
skill in the art as an alternative to a photoresist which undergoes laser exposing and etching to 
form a master with less process steps, as taught by Dobbin. 

(9) 

Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Edwards 
2001/0016301 in view of Mhetar 6,355,766 and Pan et al. 4,960,680 as applied to claim 1 above, 
and further in view of JP 3- 1 05739 Abstract. 

Mhetar teaches that the protective and dielectric layers may comprise nitrides, carbides, 
oxides, etc and combinations. 

JP 3-105739 Abstract teaches that an optical disc having improved environmental 
resistance is provided with a protective fihn of sihcoh oxynitride. 

It would have been obvious to one of orduaary skill in the art to have modified the 
method of the references as combined for making a first surface optical disc by providing the 
disc the protective and dielectric layers of silicon oxynitride, as taught by JP 3-105739, to 
improve environmental resistance of the optical disc. The use of silicon oxynitride as a protective 
layer on the phase-change recording layer would have been obvious to one of ordinary skill to 
improve environmental resistance. 
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(10) 

Claims 1-3, 8 and 14-22 and 24-26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Isono et al 5,458,985 in view of Mhetar 6,355,766 and Pan et al. 4,960,680, 

Isono et al. disclose a method of making an optical disk by injection molding comprising: 
providing a glass master substrate; coating the substrate with photoresist; irradiating the 
photoresist with laser to cut it; developing the photoresist and etching to form a pattern; forming 
a nickel layer, intermediate layer, second nickel layer (together which form a conductive layer) 
and electroformed layer on the substrate surface; separating the electroformed layer and 
conductive layer from the glass master to make a stamper; and using the stamper to injection 
mold an optical disk (col 1-5). Isono et al. do specifically disclose using the stamper to make a 
first surface optical disk, 

Mhetar discloses that examples of polycarbonate data storage media that can be made 
from an injection molded polycarbonate substrate include first surface media which comprise a 
protective layer, dielectric layer, data storage layer, dielectric layer and then reflective layer 
disposed in contact with the polycarbonate substrate. The data storage layer may comprise an 
optical or magnetic layer of inorganic phase change compounds (col. 4, line 49 - col. 5, line 46). 

Pan et al. teach that for optical recording elements, write-once optical recording layers 
which posses crystallization rate less than 1.0 microseconds, good corrosion resistance, stable 
amorphous state and capability of high rate and high density recordings comprise an alloy of 
antimony, indium and tin of particular compositions. Recordings on the layer are made using the 
amorphous to crystalline transition mechanism (col. 2, line 47 - col. 3, line 39). 
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It would have been obvious to one of ordinary skill in the art to have modified the 
method of Isono et al. for making optical disks fi-om a stamper by using the method to injection 
mold first surface media, as taught by Mhetar, as a type of optical data storage media that is 
made fi-om an injection molded polycarbonate substrate. By using the stamper to form first 
surface optical media of protective layer, dielectric layer, data storage layer such as inorganic 
phase change compound, dielectric layer and then reflective layer disposed in contact with the 
polycarbonate substrate, a first surface optical disk without a defocusing layer over the dielectric 
layer is formed, as claimed. 

It would have been obvious to one of ordinary skill in the art to have fiirther modified the 
method of the references as combined by providing the inorganic phase change compound as a 
phase-change material of antimony-indium-tin (SblnSn) alloy of particular composition, as 
taught by Pan et al., to form a write-once optical disc having a recording layer which posses 
crystallization rate less than 1.0 microseconds, good corrosion resistance, stable amorphous state 
and capability of high rate, high density recordings. By providing the phase-change recording 
layer as SblnSn alloy, as taught by Pan et al., to form a write-once optical disc, phase-change 
material is provided whose optical phase changes in a positive direction fi-om amorphous when 
formed to crystalline after being written to, as claimed. 

(11) 

Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over the references as 
appUed to claim 1 above, and fiuther in view of JP 3-105739 Abstract. 

Mhetar teaches that the protective and dielectric layers may comprise nitrides, carbides, 
oxides, etc and combinations. 
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JP 3-105739 Abstract teaches that an optical disc having improved environmental 
resistance is provided with a protective film of silicon oxynitride. 

It would have been obvious to one of ordinary skill in the art to have modified the 
method of the references as combined for making a first surface optical disc by providing the 
disc the protective and dielectric layers of silicon oxynitride, as taught by JP 3-105739, to 
improve environmental resistance of the optical disc. The use of silicon oxynitride as a protective 
layer on the phase-change recording layer would have been obvious to one of ordinary skill to 
improve environmental resistance. 

(12) 

Claims 19-24 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Morita 6,207,247 in view of Mhetar 6,355,766 and Pan et al. 4,960,680. 

Morita discloses a method of making optical or magnetic data recording media 
comprising: providing a stamper having concavities-protuberances (grooves); and injection 
molding a resin substrate such as of polycarbonate to copy the concavities-protuberances from 
the stamper. The stamper is prepared fi-om a mother stamper which is in turn prepared firom a 
father stamper having lands and pits of depth of fi-om 10 nm to 1 and made by exposing 
photoresist to laser beam (col. 1-14). Morita does not specifically disclose using the stamper to 
make a first surface optical disk. 

Mhetar discloses that examples of polycarbonate data storage media that can be made 
firom an injection molded polycarbonate substrate include first surface media which comprise a 
protective layer, dielectric layer, data storage layer, dielectric layer and then reflective layer 
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disposed in contact with the polycarbonate substrate. The data storage layer may comprise an 
optical or magnetic layer of inorganic phase change compounds (col. 4, line 49 - col. 5, line 46). 

Pan et al. teach that for optical recording elements, write-once optical recording layers 
which posses crystallization rate less than 1.0 microseconds, good corrosion resistance, stable 
amorphous state and capability of high rate and high density recordings comprise an alloy of 
antimony, indium and tin of particular compositions. Recordings on the layer are made using the 
amorphous to crystalline transition mechanism (col. 2, line 47 - col. 3, Ime 39). 

It would have been obvious to one of ordinary skill in the art to have modified the 
method of Morita for making optical recording media fi-om a stamper by using the method to 
injection mold first surface media, as taught by Mhetar, as a type of optical data storage media 
that is made fi^om an injection molded polycarbonate substrate. By using the stamper to form first 
surface optical media of protective layer, dielectric layer, data storage layer such as inorganic 
phase change compoimd, dielectric layer and then reflective layer disposed in contact with the 
polycarbonate substrate, a first surface optical disk without a defocusing layer over the dielectric 
layer is formed, as claimed. 

It would have been obvious to one of ordinary skill in the art to have fiirther modified the 
method of the references as combined by providing the inorganic phase change compound as a 
phase-change material of antimony-indium-tin (SblnSn) alloy of particular composition, as 
taught by Pan et al., to form a write-once optical disc having a recording layer which posses 
crystallization rate less than 1.0 microseconds, good corrosion resistance, stable amorphous state 
and capability of high rate, high density recordings. By providing the phase-change recording 
layer as SblnSn alloy, as taught by Pan et al, to form a write-once optical disc, phase-change 
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material is provided whose optical phase changes in a positive direction from amorphous when 
formed to crystalline after being written to, as claimed. 

Response to Arguments 
(13) 

Applicant's arguments filed July 27, 2005 have been fully considered but they are not 
persuasive. 

Applicant argues that Mhetar describes a first surface disk having a protective layer, 
dielectric layer, data storage layer, dielectric layer and then reflective layer disposed in contact 
with the polycarbonate substrate, not the first surface disk recited in Claim 1 . Applicant argues 
that Edwards is related to magneto-optic disk and does not suggest the first surface disk being 
claimed. AppUcant argues that it is hindsight to declare claim 1 obvious over the combination of 
Edwards and Mhetar. 

(14) 

Claims 1 and 19 claim depositing phase change material over the lands of plastic material 
separated from the stamper and depositing a dielectric layer over the phase-change material to 
form a first surface optical disk. Mhetar discloses that first surface media which comprise a 
protective layer, dielectric layer, data storage layer of phase change compounds, dielectric layer 
and then reflective layer disposed in contact with the polycarbonate substrate. Claim 1 does not 
require that the phase-change material be deposited directly on the plastic material. Although 
Mhetar teaches making a first surface media having dielectric layer and reflective layer between 
polycarbonate substrate (plastic material) and phase change data storage layer, the phase change 
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data storage layer is deposited over the lands of the substrate as claimed, and then a dielectric 
layer deposited over the phase change data storage layer. 

Edwards is not only related to magneto-optical disk as argues, but is applicable to the 
generally making data storage disks from a master. Applicant has not set forth any arguments 
with respect to the rejections based on either Isono et al. or Morita et al. 

In response to applicant's argument that the examiner's conclusion of obviousness is 
based upon improper hindsight reasoning, it must be recognized that any judgment on 
obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. But so 
long as it takes into account only knowledge which was within the level of ordinary skill at the 
time the claimed invention was made, and does not include knowledge gleaned only from the 
appUcant's disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 
170 USPQ 209 (CCPA 1971). In this case making data storage disks from a master and stampers 
is known as disclosed by Edwards, Isono et al. or Morita et al. First surface data storage disks are 
known as taught by Mhetar, and the use of the methods of making as disclosed for making first 
surface data storage disks would have been obvious to one of ordinary skill in the art. 
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Conclusion 



(15) 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melvin Curtis Mayes whose telephone number is 571-272-1234. 
The examiner can normally be reached on Mon-Fri 7:30 AM - 4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris Fiorilla can be reached on 571-272-1 187. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for pubhshed applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
appUcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
Art Unit 1734 
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